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. lt waB pointed out at the interview that a number o£ 

rejection, it was p^j-* 

• „-« are presented as follows' 
important issues are pr«= 

tW °"°™TBD» against 
^^Tthe B 3 awa. et al. reference « P~or art 

th . claim, in this application. 

2 tether the effective filing date of 

, „„ r 23 1998 as contended by the Examiner. 

a pp»=ation is member 23. »» Rppli cation 
, whether the effective fU-B «-» » 
09/98 9.«9 i- - international fiUn 9 date of 
correspond^ international ^ ^ 

4 . Whether the present application is entiled ■ 
of the miW date of the correspond^ Japanese applicatio 
serial Ho. 9-95307, filed March 30, 1997. 

serial »» , w i3 f- ^neous and 

.. Whether the final rejection in this case 

=1 rejection should be withdrawn, 
the finality of the final re,ecti K9tect£ully 
Mlt h re.ard to these five issues, applicant P ^ 

• „ . t that the proper answers to issues Nos. 1 and 2 

submit that tne ^ f ^ the 

a ,hat the proper answers to issues Nos. 3 
negative, and that the pro* 

positive. 

— ^^rence reUed upon by the « » - ~« 

. Td !ci g arette Smofce-Induced Lipid Peroxidation ** 

9 sk . n „ Tnir4 asos conferee. Type A Tapai. 

Oxidative Effect On Skin' , Third 
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Taiwan, May 23, 1997, Pages 271-277, There is no dispute that this 
reference was delivered at the third ACS Conference in Taipei on 
the date stated on the cover page of the reference. The issue 
presented, however, is whether this date of May 23, 1997 makes this 
a prior art reference against applicants' application* 

THE HISTORY OF PROSECUTION OF COPENDING APP LICATIONS DIRECTED TO 
THE CLAIMED INVENTIONS 

The present application Serial No. 09/989,459 was filed on 
November 21, 2001 as a divisional application of prior application 
Serial No. 09/478,882, filed January 7, 2000- This latter, 
application was itself a continuation-in-part of application Serial 
No. 09/147,293, filed November 23, 1998. 

The latter application was a national stage filing based on an 
international application No. PCT/JP98/01420 with an international 
filing date of 03/30/98 having a priority date of 03/30/97. A copy 
of the "Notification of Acceptance of Application Under 35 U.S.C. 
§ 371 and 37 CFR 1.494 or 1.495" in the Egawa, et al- U.S. 
Application 09/147,293 is attached hereto. Also attached is a copy 
of the Declaration and Power of Attorney in U.S. Application Serial 
No. 09/147,293, filed November 23, 1998. 

THE EFFECTIVE FILING DATE OF U.S. APPLICATION SERIAL NO* 09/147,293 
IS MARCH 30, 1998; 

The "Notification of Acceptance of Application Under 35 U.S-C. 

3 
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§ 371 and 37 CFR 1.494 or 1.495" provides, in pertinent part, that 
"The filing date of the above -identified application is the 
international filing date of the international application 
(Article 11(3) and 35 U.S.C. S 363)". 

This Notification of Acceptance lists the international filing 
date as March 30, 1998, not November 23, 1998 as contended by the 
Examiner in the Response to Arguments in the final rejection. 

THE PRESENT APPLICATION IS ENTITLE D TO THE PILING TiJlTR OF THE 
PARENT JAPANESE APPLICATION NO. 9/9 5307 ON 30 MARCH 1997. 

Piled with a U.S. Application Serial No. 09/147,293 was a 
"Claim For Priority", copy attached hereto. It can be seen from 
this document that applicants' claimed priority based on 35 U.S.C. 
§ 365, and that in support of this claim a certified copy of the 
original foreign application was filed with the International 
Bureau on 01 May 1998 as evidenced by Form PCT/lB/304 which was 
attached to the application as filed. It can also be seen that 
this application was a PCT application corresponding to 
PCT/JP98/01420. 

U.S. LAW AND THE PCT TREATY ENTITLE APPLICANTS TO A RIGHT OF. 
PRIORITY OF MARCH 30. 1997. 

A copy of 35 U.S.C. § 365, A-C, entitled "Right of Priority/ 
Benefit of the Filing Date of a Prior Application" is attached 
hereto. Subsection A of 35 U.S.C. § 365 provides, in pertinent 

4 
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part , that : 

» . . .A national application shall be entitled to the right of 
priority based on a prior filed international application- . . n , 
In the present application, the right of priority of U.S. 
Application 09/147,293 was the filing date of the prior filed 
international application filed on March 30, 1998 as evidenced by 
the "Notification of Acceptance of Application Under 35 U.S.C. § 
371 and 37 CFR 1*494 or 1.495 rt which is attached hereto and 

discussed above. 

In addition, 35 U.S.C. § 365(b) provides, in pertinent part, 

that : 

" . * .An international application designating the United States 
shall be entitled to the right of priority based on a prior 
foreign application, or a prior international application 
designating at least one country other than the United 
States" . 

Therefore, in accordance with this provision, it is 
respectfully submitted that the present application is entitled to 
a right of priority of the Japanese application No* 9/95307, filed 
30 March 1997, as provided in the applicants' claim for priority 
filed in U.S. Application 09/147,293. 

THE EGAWA, KT AL> REFERENCE IS NO T PRIOR ART- 

In accordance with the above discussion, it can be seen that 
the Egawa, et al* reference dated May 23, 1997 is not prior art 

5 
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against the present application which is entitled to the filing 
date of Japanese Patent Application 9/95307, filed 30 March 1997. 
For this and the other reasons discussed above, the Egawa reference 
is not prior art since it is not earlier in time than the earlier 
filed Japanese patent application 9/95307. Consequently, the 
rejection based on the Egawa, et al. reference as being prior art 
is erroneous. It is therefore respectfully submitted that the 
Examiner would be justified in no longer maintaining this 
rejection. 

Since the final rejection was based on an erroneous 
interpretation of fact and law in this case, it is respectfully 
submitted that the Examiner would also be justified in withdrawing 
the finality of the rejection and/or passing this case to issue. 
Withdrawal of the rejection is accordingly respectfully requested. 

Reconsideration is respectfully requested of the rejection of 
Claims 3, 4, IS and 16 under 35 U.S.C. § 103(a) as being 
unpatentable over Egawa, et al., and further in view of Abstract JP 
08119849. 

As discussed above, the Egawa, et al. reference is not prior 
art against the present application which is entitled to the 
benefit of the priority date of the Japanese prior application 
9/95307 filed March 30, 1997. 

The Examiner's secondary reference of Japanese patent JP 
08119849 fails to disclose a method of treating environmental 
stress due to tobacco smoke by suppressing reduction in cornea 

6 
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moisture content caused by contact with tobacco smoke comprising 
contacting the skin with a liniment containing a specified amount 
of a sulphur containing compound and one or more other ingredients 
as set forth in the claims herein. This Japanese patent is instead 
concerned with a cosmetic skin protectant to prevent skin disorders 
caused by lipid peroxidation. 

It is respectfully submitted that the Japanese reference JP 
08119849 fails to anticipate or render unpatentably obvious the 
subject matter called for in the claims herein. This coupled with 
the fact that the Egawa, et al. reference is not prior art against 
the present application, it is respectfully submitted that the 
rejection fails, as a matter of law. Consequently, the Examiner 
would be warranted in no longer maintaining this rejection. 
Withdrawal of the rejection is accordingly respectfully requested. 

At the interview the parent international application, No. 
PCT/JP98/01420, was provided to the Examiner for the purpose of 
inspecting the original documents. 

It was understood after discussion with the Examiners that the 
final rejection in this case would be withdrawn. The Examiners are 
thanked again for their courtesies and professionalism at the 
interview. 

In view of the foregoing, it is respectfully submitted that 
the final rejection is erroneous and should be withdrawn. Early 
action and allowance of this application is accordingly 
respectfully requested. In the event there is any reason why the 

7 
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application cannot be allowed at the present time, it is 
respectfully requested that the Examiner contact the undersigned at 
the number listed below to resolve any problems. 

Respectfully submitted 
TOWNSEND & BANTA J 

* Donald E - Townsend 
Reg* No. 22,069 



TOWNSEND & BANTA 
1225 Eye Street, N*W. 
Suite 500, #50023 
Washington, D.C. 20005 
(202) 682-4727 

Date: February 13, 2003 
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CERTIFICATE OF FACSIMILE TRANSMISSION 
This is to certify that I have transmitted by facsimile this 
Amendment After Final Rejection and Transmittal to Examiner Lauren 
wells, U. S. Patent and Trademark Office, Art Unit 1619, Fax No. 
703-872-9307 on February 13, 2003. 




Donald E. Townsend 
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^/-cwriNTR OF APPLICATION UNDER 35 tJ.8.C. 
NOTIFICATION OF ^*"jft£?C^ 

a T^daBnk Offi« in to capacity » 0 * 

2 . TteUii^St^AppU^onNm.ibcr a^ 



23N0VJL fc _ 

3S"U.S.C 102(e) UATE 



23 NOV 1998 

DATS OP l^^iSL 

3SU.s.c.3718BQU* kbMBNT8 



a{ £Sn wN* eMail* 



3. 
and' 



n u s Bask National Fee. . 

Copy of Article 15 a" 61 ™^*; U L Jrr: n have oof been edoed- 
D ^ Hie Article 19 ^ n ^-S^ ^T^h aid ^^l^ 

The Annra«s Q ^QWjtWl$8 a* " 

MSSSE»BC= " — 

Substitute socdficaGOO fuea _ 

priority DocomcfiL — ^ of the refetesees cited tbei^ 

Copy of (he intcnntioaai Search Report ~k 
Other* 



Q Other. Tr»dMnaik Office toast be 



FOKM PCT/DO/EO/903 (December 1997) 




Telepbooe; 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
M. Egawa, et al. 

Serial No.: Corresponding to PCT/JP98/01420 
filed 30 March 1998 

Filed: Concurrently herewith 

For: Composition for External Use For Prevention 
Of Snviromental Stress 



GIAIM FOR PRIORITY 



Honorable Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 



air : 



The benefit of the filing dates of the following prior foreign 
application filed in Japan is hereby requested for the above 
identified application and the priority provided in 35 U.S.C 365 
i3 hereby claimed: 

Japanese patent application No. 9/95307 filed 30/March/l997 

In support of this claim, a certified copy of said original 
foreign application was filed with the International Bureau on 
01 May 1998, as evidenced by form PCT/IB/304, which is attached 
hereto . 

It is requested that the file of this application be marked to 
indicate that the requirements of 35 U.S.C 365 have been fulfilled 
and that the Patent and Trademark Office kindly acknowledge receipt 
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Respectfully submitted, 
TOWNSEND & ^BA NTA ^ 

Donald E. Townsend 
Reg. No. 22,069 

Donald 3. Towns end, Jr. 
Reg. NO. 43,198 



TCWNSEND & 3ANTA 
1225 Eye Street, N.W. 
Suite 500 

Washington, D.C. 20005 
(202) S82-4727 



Date: November 23, 1998 
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s* 1 ** 1 ° n invention entitled: C0M p OSIT iQ N F0R EXTERNAL QSE FOR PREVENTION OF 

< _ SiviViaONMENTAL STRESS, ~ ~ 

the specification f which is □ attached and/Of □ was filed on « Apphcau « Senai No. 

and was amended on (if applicable) 

a'i^S'im *PPltation Na^/^^OfiW fended n ... Of any), 

I hereby state that 1 have revered and understand the contents of the above identified specification, including the claims, 
as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the examination of this application in accordance with 
Title 37. Code of Federal Regulations, 51.S6U). m t ^.< 

I hereby claim foreign priority benefiu under Title 3S. Lintted States Code. $119 of any foreign applications) for patent 
or inventor's certificate listed betow and have also identified btiuw any ftrogn application for oatent or inventors ctriificaie 
havina a filing date befcre that of the application on which prio rity is claimed; 

. 11 in ■ ■ i i tuMkTT CL**«0 



coumtwt 1 _ Amjc*nowi*»*tn 



JAPAN f ~ 9-9530T 



OATt or HUM* 
TaR. 30, l«7 



^65 3*0 



I hereby ciaim the benefit under Title 35, United States Code, §120 of any United States application^) listed below and. 
insofat as the subject matter of each of the claims of this application is not disclosed in the prior United States application 
in the manner provided by the first paragraph of Title 35, United States Code. §U2 t I acknowledge the duty to disdo* 
material information as defined in Title 3?, Code of Federal Regulations. §1.56(a) which occurred between the filing date 
of the prior application and the national or PCT international filing date of this application: 



i 



1 hereby appoint the following attorneys to prosecute this application wdtransact aB business in the Patent and Tra denirk 
Office connected therewith: Law offices of Tbwnsend &8«»ta: Donald E. Tbwnsend, Registration No. 22.069; Tto«a J. Banta, 

PteSi^c^re^ 1223 EjeSm N.W.; Wash^*^- 20005 

I hereby declare that all swwmenu made herein of my own Knowledge are true and that all statements jnade on information 
and belief are bdieved to be true; and further that these statements were made with the kiw^ge that willful faJse statements 
wd the like so made are punishable by fine or imprisonment, or bo*, under Section 1001 of Title 18 of ihe United States 
Code and that such willful false statements may jeopardne the validity of the application or any patent issued thereon. 



FUU.IMMCOF S0U6«*«fT 

MARIKO EGAWA 
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JAFAM 
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(b) In accordance with the conditions and 
requirements of section 119(a) of this tide and the 
treaty and the Regulations, an international applica- 
tion designating the United States shall be entitled to 
the right of priority based on a prior foreign applica- 
tion, or a prior international application designating at 
least one country other than the United States. 

(c) In accordance with the conditions and 
requirements of section 120 of this title, an interna- 
tional application designating the United States shall 
be entitled to the benefit of the filing date of a prior 
national application or a prior international applica- 
tion designating the United Staies. and a national 
application shall be entitled to the benefit of the filing 
date of a prior international application designating 
the United States. If any claim for the benefit of an 
earlier filing date is based on a prior international 
application which designated but did not originate in 
the United States, the Director may require the filing 
in the Patent and Trademark Office of a certified copy 
of such application together with a translation thereof 
into the English language, if it was filed in another 
language. 

( (Ad.led Nov. 14. 1975. Public Law 94-131. sec. 1. 

• - 89 Stat. 686: amended Nov. 8. 1984. Public Law 98-622, 

sec 403(a). 98 Stat. 3392: Dec. X. 1994. Public Law 103- 
465. sec. 532(c)(4). 108 Stat. 4987; Nov. 29. .1999 . Public 
Law 106-U3. sec KXXXaM*). Stat - 1501A-582 (S. 
1948 sec.4732(a)(10)(A)).) 

35 U-S.C. 366 Withdrawn international 
application. 

Subject to section 367 of this part, if an interna- 
tional application designating the United States is 
withdrawn or considered withdrawn, either generally 
or as to the United States, under the conditions of the 
treaty and the Regulations, before the applicant has 
complied with the applicable requirements prescribed 
by section 371(c) of this part, the designation of the 
United States shall have no effect after the date of 
withdrawal and shall be considered as not having 
been made, unless a claim for benefit of a prior filing 
date under section 365(c) of this section was made in 
a national application, or an international application 
designating the United Staies, filed before the date of 
such vvithdrawal. However, such withdrawn interna- 
tional application may serve as the basis for a claim of 
priority under section 365 (a) and (b) of this part, if it 
designated a country other than the United States. 



(Added Nov. 14. 1975. Public Law 94-131. sec. !. 
89 Stat. 687; amended Nov. 8, 1984. Public Law 98-622. 
sec. 401(b), 98 Stat. 3391.) 

35 U S.C 367 Actions of other authorities:. 
Review. 

(a) Where a Receiving Office other than the 
Patent and Trademark Office has refused to accord an 
international filing date to an international application 
designating the United States or where tt has held 
such application to be withdrawn either generally or 
as to the United States, the applicant may request 
review of the matter by the Director, on compliance 
with the requirements of and within the time limits 
specified by the treaty and the Regulations. Such 
review may result in a determination that such appli- 
cation be considered as pending in the national stage. 

(b) The review under subsection (a) of this sec- 
lion, subject to the same requirements and conditions, 
may also be requested in those instances where an 
international application designating the United States 
is considered withdrawn due to a finding by the Inter- 
national Bureau under article 12 (3) of the treaty. 

(Added Nov. 14. 1975. Public Law 94-131, sec. 1. 
89 Stat. 687: amended Nov. 8. 1984, Public Law 9X-622. 
sec. 403(a). 98 Stat 3392: Nov. 29. 1999. Public Law 106- 
113. sec. 1000(a)(9). 113 Stat. I501A-582 IS. 1948 sec. 
4732(a)(lO)(A)).) 

35 U.S.C 368 Secrecy of certain inventions; filing 
international applications in foreign 
countries. 

(a) International applications filed in the Patent 
and Trademark Office shall be subject to the provi- 
sions of chapter 17 of this title. 

(b) In accordance with article 27 (8) of the 
treaty, the filing of an international application in a 
country other than the United States on the invention 
made in this country shall be considered to cpasntute 
the filing of an application in a foreign country within 
the meaning of chapter 17 of this title, whether or not 
the United States is designated in that international 
application. 

(c) If a license to file in a foreign country is 
refused or if an international application is ordered to 
be kept secret and a permit refused, the Patent and 
Trademark Office when acting as a Receiving Office. 
International Searching Authority, or International 
Preliminary Examining Authority, may not disclose 
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( b) In accordance with the conditions and 
requirements of section 119(a) of this title and the 
treaty and the Regulations, un i*""*"^^ 
,ion designating the United States shall be entitled to 
the right of priority based on a prior foreign applica- 
tion, or a prior international application designating at 
least one country other than the United States. 

(C ) in accordance with the conditions and 
requirements of section 120 of this title, an interna- 
tional application designating the United States shaH 
be entitled to the benefit of the filing date of apnor 
national application or a prior international applica- 
tion designating the United States, and a naoonal 
application shall be entitled to the benefit of the f hng 
Se of a prior international application designating 
the United States. If any claim for the benefit of an 
earlier filing date is based on a prior mternaiional 
application which designated but did not originate ,n 
the United States, the Director may require toe flung 
in the Patent and Trademark Office of 
of such application together with a translation thereof 
into the English language, if it was filed in another 
language. 

C (Added Nov. 14. 1975. Public Law 94-131. J sec. U 

{ . * SHLiMK amended Nov. 8. 1984. Public Uw 98-622. 

sec 403(a) 98 Sua. 3392; Dec. 8. 1994. Public Law 103- 
S. * 5 3?CX4), 108 SB, 4987: No, 29 M999 
Law 106-113. sec. 1000(a)(9). 113 Stat. 1501A-582 fS. 
1948 sec. 4732(a)(l0)(A».) 

35U.S.C.366 Withdrawn international 
application. 

Subject to section 367 of this part, if an interna- 
nonal application designating the United States is 
withdrawn or considered withdrawn, either genendly 
or as to the United States, under the condinons of the 
treaty and the Regulations, before the applicant has 
complied with the applicable requirements prescribed 
by section 371(c) of this part, the designation of the 
United States shall have no effect after the date of 
withdrawal and shall be considered as not having 
been made, unless a claim for benefit of a pnor filing 
date under section 365(0 of this section was node m 
a national application, or an international appltcauon 
Sating *e United States, filed before the date of 
such withdrawal However, such withdrawn interna- 
tional application may serve as the basis for a clam of 
priority wider section 365 (a) and (b) of tta part, if « 
designated a country other than the United States. 



(Added Nov. 14. 1975. Public '« 
89 Stat. 687: amended Nov. 8. 19X4. Pubhc Uw 98-622. 
sec. 401(b), 98 Stat. 3391.) 

35 U AC 367 Actions of other authorities:. 
Review. 

(a) Where a Receiving Office other than the 
Patent and Trademark Office has refused to accord an 
international filing date to an international apphcatton 
designating the United States or where it has held 
such application to be withdrawn either generally or 
as to The United States, the applicant may request 
review of the matter by the Director, on compliance 
wi ,h the requirements of and within the time hrmts 
specified by the treaty and the Regulations. Such 
review may result in a determination that such appli- 
cation be considered as pending in the national stags. 

(b) The review under subsection (a) of tms sec- 
tion, subject to the same requirements and condinons. 
may also be requested in those instances where an 
international application designating the United States 
is considered withdrawn due to a finding by the Inter- 
national Bureau under article 1 2 (3) of the treaty. 

(Added Nov. 14. 1975. Public ^J^ 3 ^,!' 
89 StaL 687: amended Nov. 8. 1984. Public Law 98^21 
!L 403(a). 98 Stat 3392: Nov. 29. 1999. Public La* 106- 
m l ;<mW 1»3 Stat. 1501A-582 (S. !948 sec. 
4732(a)(10KA)).) 



35 U.S.C. 368 Secrecy of certain inventions; filing 
international applications in foreign 
countries. 

(a) International applications filed in the Patent 
and Trademark Office shall be subject to the provi- 
sions of chapter 17 of this title. 

(b) In accordance with article 27 (8) of the 
treaty, the filing of an international application in a 
county other than the United States on the invention 
made in this country shall be considered to constitute 
the filing of an application in a foreign country withm 
the meaning of chapter 1 7 of this title, whether or not 
the United States is designated in that international 
application. 

(c) If a license to file in a foreign country is 
refused or if an international application is ordered to 
be kept secret and a permit refused, the Patent and 
Trademark Office when acting as a Receiving Office. 
International Searching Authority, or Internationa. 
Preliminary Examining Authority, may not dxsdose 



L-7J 



August 2001 



Received from < +1 301 754 6495 > at 2/13103 10:31:47 AM [Eastern Standard Time] 



TOTAL P. 17 



